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Amendment 



Status of All Claims in the Application: 



1-6. (Canceled) 

7. (Previously Presented) The disk drive of ^ 
of thenmal expansion of the first layer is greater^ 
expansion of the second layer. 

8. (Previously Presented) The 
of thenmal expansion of the first layer is at leal 
the coefficient of thermal expansio^Uhe second^ 



wherein the coefficient 
coefficient of thermal 



54 wh€.TeiTiC#^ coefficient 
:ely ten percent greater than 




9. (Previously Presented) 
of themial expansion >e^^^6tst 



f diff^ wherein the coefficient 
mately twenty-five percent 



greater than the CM^ent of tHf^al explfc)n of the second layer. 



10. (Prevfo 
of therrM^pl^S6k.of 
the^^^cient of thei 



Jrive of daim 54 wherein the coefficient 
5t layer is at least approximately fifty percent greater than 
3xpa^^gp of the second layer. 



1 l^^^reviously ^sented) The disk drive of claim 54 wherein each layer is 
made of a me! 

12. (Previously Presented) The disk drive of claim 54 wherein the first layer is 
made of steel and the second layer is made of titanium. 



13-17. (Canceled) 



18. (Cun^ently Amended) The A disk drive of c l a i m i 17 whor eift comorisina: 
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a drive housing; 

a storaoe disk coupled to the drive housing: and 

a head arm assembly couoled to the drive housin g, the head arm 
assembly including an adjuster and a slider co upled to the adiuster the adjuster 
including a first laver and a second laver that is secured to the first laver, the first 
laver having a coefficient of themnal expansio n that is ^^[Qnt from a coefficient 



of thermal exoansion of the second laver, the 
gram load that is applied to the slider as th 
decreases. 



19. (Original) The disk drive of c^Ji8 wher^the gram li^i^creases at 



least approximately four percent for a twenty 



20. (Original) The disk d 
least approximately seven percent for^ven 



21. (Orig 
gram load that is 





increasing the 
near the adjuster 



the gram load increases at 
rea^^temperatu re. 



rive ot^3|ffl|m 18 wherein the adjuster decreases the 
fer as thel^nperature near the adjuster increases. 



The disk drive of daim [[17|1 88 wherein the 
the first layer is greater than the coefficient of 



23. TOS?"%^Pfiended) The disk drive of claim [[17]] 88 wherein the 
coefficient of the^^^pansion of the first layer is at least approximately ten percent 
greater than the coefficient of thermal expansion of the second layer. 

24. (Cunrently Amended) The disk drive of claim ^M\] 88 wherein the 
coefficient of thermal expansion of the first layer is at least approximately twenty-five 
percent greater than me coefficient of thenmal expansion of the second layer. 
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25. (Currently Amended) The disk drive of claim [[17]|1 88 wherein the 
coefficient of themial expansion of the first layer is at least approximately fifty percent 
greater than the coefficient of thermal expansion of the second layer. 



26. (Currently Amended) The disk drive of daim [117]] 87 ^Artierein each layer 
is made of a metal. 



27. (Currently Amended) The disk drive oj 
layer is made of steel and the second layer is mad| 

28. (Currently Amended) The dig 
arnri assembly Includes a load beam and the ; 

29. (Currently Amended)^ 
nRs e mb l y includ e s comprising: 

a drive he 




87 wherein the first 





[[1711 86. wfi^^ the head 
rtofthe load beam. 

17 whoroin tho hoad arm 



to the drive housing, the head arm 



^an adjuster and a slider coupled to the 
jcludina a firstlaver and a second laverthat is secured to 
^r having a coefficient of thermal expansion that is 



ficieri^f thermal expansion of the second layer and tho 
arm be am. 



30. (Orig^^^A disk drive comprising: 
a drive housing; 

a storage disk coupled to the drive housing; and 



4 
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a head arm assembly coupled to the drive housing, the head arm 
assembly including an anm beam, a load beam coupled to the arm beam, and a 
slider coupled to the load beam, wherein at least one of the beams includes an 
adjuster that increases the gram load that Is applied to the slider as the 
temperature near the adjuster decreases, the adjuster including a first layer and 
a second layer that is secured to the first layer, the fi^^^^er ^ coefficient of 
thermal expansion that is different from a coefficie^^m3rmal expansion of the 
second layer ^^Jx 

31. (Original) The disk drive of clai^^^herein the gr^|fe9d increases at 
least approximately four percent for a twentjj^tlecrease^emperatur 



32, (Original) The disk 
least approximately seven percent 



33. (Original)^ 
gram load that is 

34. ^^j^Originsf 

expam 

sec€^Tayer 





the gram load increases at 
in temperature. 



0 the adjuster decreases the 

mperature near the adjuster increases. 

30 wherein the coejfficient of thermal 
coefficient of themial expansion of the 



^^•^^^"9'"^'^ ^'^'^ ^^^^ ^^'"^ ^ whereiiti the coefficient of thenmal 
expansion of^^Jirstjfflr Is at least approximately ten^ percent greater than the 
coefficient of theri^^^^nsion of the second layer. 

36. (Original) The disk drive of claim 34 wherein the co^^ffident of thermal 
expansion of the first layer is at least approximately twenty-five percent greater than the 
coefficient of thermal expansion of the second layer. 



37. (Original) The disk drive of claim 34 whereini the cocsfllcient of thermal 
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expansion of the first layer is at least approximately fifty percent greater than the 
coefficient of thermal expansion of the second layer. 



38. (Original) The disk drive of claim 30 wherein the first layer is made of 
steel and the second layer Is made of titanium. 



39-45. (Canceled) 

46. (Currently Amended) The meth 
coefficient of thermal expansion of the first 
thermal expansion of the second layer 

47-53. (Canceled) 



M wherein the a 
IS greater than^lma coefficient of 





54. (Currently Amended) 
a drive 

a stocs^^sk co^^d to th^^e housing; and 

a h'^^.amfi asj^Pbly coupli^ to the drive housing, the head arm 
assembly incluW^S^^l^^^^^^^^^^ coupled to the adjuster; the adjuster 

a second layer that i c eocurod to th e fir s t l a y e r , the first 
fici^flSi^ themial expansion that is different from a coefficient 
^ermal expanl^ of tfSP^econd layer, the adjuster changing the gram load 
lider as the temperature near the adjuster changes. 

(CifiS^^^ended) A disk drive comprising: 
a drive Housing; 

a storage disk coupled to the drive housing; and 
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a head arm assembly coupled to the drive housing, the head ami 
assembly including an adjuster and a slider coupled to the adjuster the adjuster 
including a first layer and a second layer that i o oocur o d to tho firot layer , the first 
layer having a modulus of elasticity that is different from a modulus of elasticity of 
the second layer, the adjuster changing the gram load) that is applied to the slider 
as the temperature near the adjuster changes. 

56. (Previously Presented) A disk drive com^ 
a drive housing; ^ 
a storage disk coupled to the drive^^^ing; and 

a head arm assembly coup^^jfe the drive housing^^g head ami 
assembly including an adjuster and ^^^^^^^^^ adjusterr^e adjuster 
including a first layer and a second layer, t^^myer having a different material 
composition than the secoi^^^^<.|he adjus^^^anging the gram load that is 
applied to the slider as the ter^fatO^^ia;. the a^^r changes. 



57-59. (Cano 





comprising: 



a driv'i^lfeuitr^ 

ass^ply coupled to the drive housing, the head arm 
|) a load beam that is electrically isolated from the drive 
circuitT?^^!) a slj«^that is connected to the drive circuitry, the slider being 
supported'^^^^^oad beam, and (iii) an adjuster that is coupled to the load 
beam, the a^ster adjusting the gram load applied to the slider based on the 
temperature of the adjuster. 



61. (Previously Presented) The disk drive of claim 60 wherein the adjuster 
increases the gram load that Is applied to the slider as ithe temperature near the 
adjuster decreases. 



PAGE 7/15 * RCVD AT 3/9/2004 9:42:48 PM [Eastern Standard Time] * 8VR:U8PTO-EFXRF-2/1 * DNiS:746S810 * CSID:858 672 0454 * DURATION (mm-ss): 10-06 



hflR 09 2004 6:40PM LRU OFFICE OF STEVEN G. R 858-672-0454 p. 8 



62. (Previously Presented) The disk drive of claim 60 wherein the adjuster 
decreases the gram load that is applied to the slider as the temperature near the 
adjuster increases. 



63. (Currently Amended) The disk drive of claim 
a first layer and a second layer that is s e ourod to th e 
hae having a coefficient of thenmal expansion that 
themial expansion of the second layer 



64. (Previously Presented) The 
of thennal expansion of the first layer is 
expansion of the second layer. 



65. (Previously Presented) 
of thermal expansion <^|^^^layei' 
the coefficient of th 





irein adjuster includes 
I, whor ei n the first layer 
from a coefTicient of 



made 



of metal. 






rive of cImH 63 whereiFi^^ coefficient 
the coefficient" of thermal 



3 wherein the coefficient 
tely ten percent greater than 



'drive of claim 63 wherein each layer is 



68. (^^spntl^^^^ended) The disk drive of dainh 60 wherein the adjuster 
includes a first la^^^KI a second layer that is s e cured to itho firct loy e r , wherelR the 
first layer has having a modulus of elasticity that is different firom a modulus of elasticity 
of the second layer. 



69. (Previously Presented) The disk drive of claimi 60 whei-ein the adjuster is 
directly secured to the load beam. 
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70, (Previously Presented) The disk drive of claim 60 wherein the adjuster is 
incorporated as part of the load beam. 

71. (Previously Presented) The disk drive of claim 60 wherein the head arm 
assembly includes an ami beam and the adjuster is incorporated as part of the anm 
beam. 



72. (Previously Presented) The disk drive ^^^^ 
assembly includes a second adjuster that is incorf^^CT as par^fce 'o^d beam. 

73. (Previously Presented) The ^^^ve of ^im 60 wh^^^e adjuster 
includes a first layer and a second layer, wher^the^p^Vor has a different material 
composition than the second layer^.^ 



mainf 



a slider within a desired 
e, the method comprising 



74. (Previously Presented) 1 
flying height range as t|^^iltu>^^ 
the steps of: 

cou^pthe slider^ a load 
circuitry; and 

am load ap^f to the slider with an adjuster that moves 




that is electrically isolated from a drive 



per^^^of the adjuster so that the slider is maintained within 
desired flyin^^ght i 




75. "^t^feyiouslv^^ented) The method of claim 74 wherein the step of 
adjusting indud^^gtf^ of increasing the gram load that Is applied to the slider as 
the temperature of tro adjuster decreases. 

76. (Previously Presented) The method of claim 74 wherein the step of 
adjusting Includes the step of decreasing the gram load thajt is applied to the slider as 
the temperature of the adjuster increases. 



9 
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77. (Previously Presented) The method of claim 74 wherein the step of 
adjusting the gram load includes the step of coupling the adjuster to tl-»e slider. 

78. (Cun-ently Amended) The method of claim 74 wherein the step of 
adjusting includes providing an adjuster having a first layer and a second layer that^6 
oocurod to tho firot layer, the first layer having a coefficient ofj^mal expansion that is 
different from a coefficient of themnai expansion of the se 



79. (Previously Presented) The methodj 
thermal expansion of the first layer is greater 
of the second layer. 



jn the coefficient of 
ie coefficient dN^ycmal expansion 



81 . {Prevjj 
made of a metal. 



Pres^ 




80. (Previously Presente^^he methorf'^^^im 79 wherein the coefficient of 
thennal expansion of the first layer^^%g^j)proxir^^^ tfen percent greater than the 
coefficient of thermal expansion of th€ 



Th^pethod of claim' 78 wherein each layer Is 



jsly p^^nted) The method of claim t8 wherein the first layer Is 
mac^Wsteel and th^Acond^ej is made of titanium. 



83^^>revlously ^sented) The method of claim 74 vi*ierein the step of 
adjusting inclij^^nco^^Ping the adjuster as part of the load beam. 

84. (Previously Presented) The method of claim 74 wherein the step of 
adjusting includes Incorporating the adjuster as part of an amh beam. 

85. (Previously Presented) The method of clairti 84 wherein the step of 
adjusting includes Incorporating a second adjuster as part of the load beam. 
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86. (New) A disk drive comprising: 
a drive housing; 
a drive circuitry; and 

a head amn assembly coupled to the drive housing, the head ami 
assembly including (i) a slider that is connected to the drive circuitry, and (ii) an 
adjuster that is coupled to the slider, the adjuster beimg^tectrcally isolated from 



the drive circuitry, the adjuster dynamically adjust! 
slider based on the temperature of the adjuster 



87. (New) The disk drive of daim 
formed from a first material, and a second 
different than the first material. 




in the adjuster 
formed Mni a secom 



88. (New) The disk driv^8trglS&>J7 wher^ 
layer have different coefficients of theli^l expl 



89. (New), 
elasticity that is d 






gram load applied to the 



a first layer 
rial that is 




ei first layer and the second 



91 

an arm beam 



wherein the first layer has a modulus of 
icity of the second layer. 



of claimSe wherein the gram load increases at least 
renty X decrease in temperature of the adjuster. 



drive of claim 86 wherein the head arm assembly includes 
:er Is incorporated as part of the arm beam. 



92. (New) The disk drive of claim 91 wherein the head arm assembly includes 
a second adjuster that is incorporated as part of the load beaifn. 



93. (New) A method for maintaining a slider of a jdisk drive within a desired 
flying height range as temperature within the disk drive changes, the method comprising 
the steps of: ' 



11 



PAGE 1 1/15 * RCVD AT 3/9/2004 9:42:48 PM [Eastern Standard Time] * SVR:USPT0-EFXRF-2/1 * DNIS:746S810 * CS1D:858 672 0454 * DURATION (mm-ss): 10-06 



MflR 09 2004 6:43PM LRU OFFICE OF STEVEN G. R 858-672-0454 



p. 12 



coupling the slider to an adjuster, the adjuster being electrically isolated 
from a drive circuitry of the disk drive; and 

dynamically adjusting the gram load applied to the slider based on the 
temperature of the adjuster so that the slider is maintained within the desired 
flying height range. 




94. (New) The method of claim 93 wherein 
an adjuster includes providing an adjuster having a fii 
fomried from a material that is different than a matej 



95. (New) The method of claim 9^S5"®'' ^"^RI^^S 
the adjuster as part of a load beam of the disk^| 



rther ci^^slng the step of incorporating 



gram load appli< 
load beam of the disk' 





coupling the slider to 
second layer that is 
e first layer. 



rporating 




96. (New) The method ofmift ' 
the adjuster as part of an arm beam oi 



97. (New)4§^ meth^^ claim l^urther comprising the step of adjusting the 



a secom^djuster that is Incorporated as part of a 
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In the Specification: 



Please amend the paragraph of the specification beginning at page 8, line 18, as 



follows: 



The beam body 260 includes a bend 268 that divides 
first region 270 and a second region 272. The first regioj 
shaped and includes a proximal area that is secured 
in Figure 1) and a distal area that cantilevers 
second region 272 is also somewhat flat 
second region 272 is at an angle relative 
angle can be varied to suit the design re 
example, suitable angles can be t>g^^n six 
can include one or more aperture^^^^i^pe the 
many other features. For example, 
242 for load/unload 
load beam st i ffnerc ^^^ners 





earn body 260 into a 
is somewhat flat beam 
arm 36 (illustrated 
ator anm 36. The 
in a reliiH^ condition, the 
m 270. Th^^unt of the 
the load beam 256. For 
e degrees. The beam body 260 
of the beam body 260, and 
[i^include the lifting feature 
tter shocl< perfonnance. and 



ication beginning at page 11, line 8, as 



the^^esent invention utilizes a composite, laminated 
264 having different coefficients of thennal expansion and 
matically vary and control gram load as temperature 
height over a relatively large range of temperatures. As a 



follows^ _ 

another 

adjuster 2'$)^|»th layers 
modulus of ^h^city 
changes and con 

result thereof, the present invention thermally controls gram load to maintain the slider 
with a desired flying height range. The desired flying height range can vary. For 
example, the desired flying height range can be between] approximately 0.3 micro- 
inches and 0.6 micro-inches. Therefore, the drive can tp exposed to more critical 
environmental temperatures during operation and the performance and reliability is 
enhanced. 
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ELECTION 

The Applicants respectfully elect with traverse the claims of Species IV. which 
Applicants believe comprises at least claims 7-12. 18-38. 46, 54-56. 60-66, 68-70 and 
73-83. Additionally, the Applicants have added claims 86-97, of which 86-90 and 93-95 
are also l)elieved to read on Species IV. Applicants further respectfully submit that at least 
claims 7-12. 22-28. 46, 54-56, 60-66, 68-70. 73-83. 86-90 andj^95 are generic claims 
vArfiich read on each of the Species l-VI as defined by the Office. It is recognized 
that additional claims may be subgeneric, that is. genjs^^^^g^ than one species but 
less than all species. 



The Applicants respectfully traverse 



election of a single species as d 





eiquirement with respect to 
Offfiae. The Patent Office has 
to the following patentably 
B; Species II: Figure 2C; 
V: Figures 4A-4B; Species 
'the Applicants submit that the restriction 



the rules govern wl-iether a restriction 
ecrfically. 35 O.S.C. § 121 states in relevant part: "If two or 
incr^^^ntions are claimed in one application, the Director may 
e resTsetec to one of the inventions." (35 U.S.C. § 121; 



detemiined that the "application c 
distinct species of the claimed inventiol 
Species III: Figure 
VI: Figures 5A 
requirement is im{ 

First, the guid 
requireti^^s^p^^^^ Ml 
moQ^rcpendent arM 
requlre^^^ application 
emphasis^^bd). 

Furtherl^^FR^p5(a) states in relevant part: "If two or more independent and 
distinct inventlons^^^imed In a single application, the examiner in an Office action v\rill 
require the applicant in the reply to that action to elect an invention to which the claims will 
be restricted, this official action being called a requirement for restriction (also known as a 
requirement for division)." (37 CFR 1 .142(a); emphasis added). 

In the context of a restriction requirement. MPEP § 802.01 defines "independent" 
as follows: "The terni 'independent (i.e., not dependent) mearts that there is no disclosed 
relationship between the two or more subjects disclosed, that |is. they are unconnected in 
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design, operation, or effect, for example: (1) species under a genus which species are not 
usable together as disclosed; or (2) process and apparatus incapable of being used in 
practicing the process." {MPEP § 802.01). The MPEP further clarifies the definition of 
'independent' by providing examples, stating in relevant part "An article of apparel such 
as a shoe, and a locomotive bearing would be an example. A process of painting a house 
and a process of boring a well would be a second example." (I^EP § 806.04(A)). In the 
present case, the differences between the six species set fo^^the Patent Office are not 
nearly as glaring, and are much less bright-lined than th^^^^jTiples expressed above 
in MPEP § 806.04(A). 

For example, all six of the species idj 
toward adjusters of a head-arm assembly, 
one fomn or anotiier. As a consequence, the 
set forth by the Patent Office are noy|dependent. 

In the Restriction Requiremepp^ne^iarniner ar 
between the components illustrated in 
the shapes, configuratig 
However, the Pate| 
included in the er 





by the Paten!^^^ are directed 
have at l(^^(|(o layers in 
mt that the different species 




liments 



design, operation, an 



fdrat 



rs to have drawn a distinction 
it application based upon 
on the head^nm assembly, 
^regarding that! the structural components 
jures are not completely unconnected in 
ing of independent inventions, 
requirement, a serious burden on the 
Ti if the examiner shows by appropriate explanation of 
itus in the art , or a different field of search as defined 
in MPEP'^^|Q8.02." (^felines, MPEP 803; emphasis ; added). The Applicants 

respectfully s^^,tha]^^Patent Office has not adequately demonstrated reasons or 

^^^^^^^^ 

examples to suppS^^^onclusions. Moreover, the Patent Office has not provided any 
explanation of separate classification or separate status in thei art for the various species, 
or that different fields of search are required to examine titie claims of each species 
together in one application. 

The MPEP also clearly states: "Claims to be restricted ^o different species must be 
mutuallv exclusive . The general test as to when claims ard restrict^xl. respectively, to 
different species is the fact that one claim recites limitetlons whfch under the disclosure are 
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found in a first species but not in a second, wtiile a second claim recites linnitations 
disclosed only for the second species and not the first This is frequently express^l by 
saying that claims to be restricted to different species must recite the mutually exclusive 
characteristics of such species." (MPEP §806.04(f); emphasis added). In other wonJs, for 
a restriction between two species to be proper, the characteristics of one of the species 
can only exist to the exclusion of the other species. In the P''©^^ case, the species set 
forth by the Examiner do not necessarily follow this ^equirer^^P^ 

Thus, these embodiments ("species") are no^^^^|^nnected in design, 
operation, and effect. Accordingly, the Applicants sytoinhat exaTf^^g the embodiments 
illustrated in Figures 1-5B can potentially be ^^ilfhed together v^^g^^conducting an 
additional search. Thus, the restriction re^liment shojuikil be withdri^pr modified 
accordingly. ^^^^ 

Based on the foregoing, th^^iplicants as^^^at the election requirement wrth 
respect to the Species is improper, ^^^^fe^ with(^|^ Consequently, the claims of 

and 68-97 (following this 
Species designations of the 



Species l-VI, comprising claims 7-12,1 
amendment), should b^^^^l^ togetl 
Patent Office, and pj^^Knt to 802. 
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REMARKS 

Claims 7-12, 18-38, 46. 54-56, 60-66 and 68-97 are pending in the above- 
captioned patent application following this amendment Claims 7-12, 17-38 and 46-85 are 
subject to a restriction requirement The Species IV claims, comprising claims 7-12, 18- 
38, 46, 54-56, 60-66. 68-70 and 73-83, were elected with traverse. Additionally, the 
Applicants have added claims 86-97, of which 86-90 and also believed to be 

included in Species IV. The Applicants furither respectfully ^^pthat at least claims 7-12, 
22-28, 46, 54-56. 60-65, 68-70, 73-83, 86-90 and 93-9^^^^^c claims which read on 
each of the Species l-VI as defined by the Patent Ofl^T 

In addition, as set forth in greater detai^iw. the undersi^^^ttomey for the 
Applicants hereby retracts the previous sta^^nt regard^^ common ^^^hip of the 
present application and Mallary (US 6.307,71 9^b:0f^^"»^® the invention herein was 
made. In view of this retraction, the^gicants acknl^Pg^ llhat Mallary can also be used 
to reject claims under 35 U.S.C. § l^^i^g^/e, the ;^j|||^nts respectfully traverse the 





previous rejection by the Patent Office 'i 
traversal, claims 18 
respective base claj 

Moreover, 
new claim 86,.claim 
55, 

beli^Sirto be unneo 
prejuaresi^na claims 
expediti 
Patent Office 
Applicants believe 




and 1^1^. For the purpose of this 
luide the limitations of their 



ed to depend directly or indirectly from 
pend from new claim 94, and claims 54. 
ended to rerTibve one or more- limitations that are currently 
is 17, 47-53, 57-59 and 67 have been canceled without 
ieen added by this amendment for the purpose of 
ition process in a manner consistent wHh the goals of the 
Fed. Reg. 54603 (September 8, 2000), even though the 
previously pending claims were allowable. 
Support for the amendments to the claims and for the new claims can be found 
throughout the specificatton, drawings and the previously pending claims. More 
specifically, support for new claims 86-97 can be found at least in previously pending 
claims 1-16, 39-51 and 60-85. in Figures 1-5B. and in the specification at page 2, line 23 
thoDugh page 3, line 15. at page 3, lines 20-25, at page 5. lines 2^-27, at page 6. lines 27- 
32, at page 7, lines 24-26. at page 8, lines 3-5, at page 10. line 5 through page 12. line 17, 
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at page 13, lines 9-14, at page 13. line 27 through page 14, line 16. and at page 16, line 
25 through page 18, line 11. 

No new matter is believed to have been added by this amendment. Consideration 
of the Application is respectfully requested. 



Interview Summary 
On February 17, 2004, the undersigned atton^^^nducted a telephonic 
interview with Examiner David D. Davis. During the Ir^^^^^m unidersigned attomey 
indicated that the above-referenced statement .^^Ingi cc^^m ownership was 
ennoneous and was made inadvertently, with^^^ceptlve intent, Response to 
Office Action filed by the undersigned on fe^fember 20,^03. Furth^^e Examiner 
agreed that despite the erroneous statenra^^n^^sequent retraction of the 
statement, the Patent Office is n^mited or cor^K^'sed in any way regarding the 
prior art references that can be reli^^^^ijeject af^^ all of the claims at this point 



in the prosecution. The undersigned' 
and assistance during M^SISSM^^^ 




the Examiner for his time 



Snts previously stated in an Amendment 
Applicants on November 2,0, 2003, that "the 
6,307,719) were, at the time the invention disclosed 
waswnade, owned by Maxtor Corporation." Maxtor 
|e of both Mailary and the present invention, has infonmed 
)r the Applicants that this statement is inaccurate. Maxtor 
Corporation has ^^^1 facts to the attention of the undersigned attomey that the 
assignment to Maxtor of Mailary occurred after the date that the present invention was 
made. Therefore, the undersigned attomey retracts the previous statement that Mailary 
and the present Invention were commonly owned as of the date the present Invention 
was made, and such statement should be hereinafter disregarded by the Patent Office 
during prosecution of the present application. Further, It should be noted that this 
previously-made statement regarding common ownership was made inadvertently by 
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the undersigned attorney without deceptive intent. 

In view of the above-referGnced retraction, the Applicants acknowledge that 
Mallary can potentially be used as a reference in a 35 U.S.C. § 103 rejection of the 
claims. The Applicants will respond herein to the previous rejection by the Patent Office 
for all claims that are believed to include the same subject matter as of the time of the 
previous rejection. More specifically, as set forth below, th^^pplicants respectfully 
traverse the rejection under 35 U.S.C. § 103(a) of claims Ig^Knd 29-38. 



Relectlons Under 35 



Previously pending claims 6-13, 16 an 
103(a) as being unpatentable over Malla 
(US 5,742.452). Further, claims 17-38 were 
unpatentable over Mallary.'' Clair;^^^ 13, 16, 




without prejudice herein or were 
6, 13, 16, 17 and 47-51 Is believed 
to depend from claim 
from new claim 
amended, claims 

The Applicant! 

under 

movm^n to combin 






1 were rejecte^l^er 35 U.S.C. § 
in view of^^rions et al. 
U.S.C. § 103(a) as being 
and 47-51 have been canceled 



refore the rejection of claims 
ere previously amended 
depend directly or indirectly 
nded to depend from new claim 94. As 
d to be allowable. 

previous rejection by the Patent Office 
claims 18-21 and 29-38 on the grounds there is no 
erences, and that one or more of these claims are not 



Ion of the cited references. 
OfficeliDvlded in its previous rejection that Tigure 1 of Mallary 
g a drive housing; storage disk 15 and hi^ad amn assembly 
5 coupled to the Tt^p^ig. Assembly 5 includes adjuster 34 and slider 10 coupled to 
adjuster 34. Adjuster 5 [sic] changes the gram load that is applied i:o the slider 10 as 
temperature, via power source 19 changes." Additionally, the Patent Ofnce stated that 



Although this second 103(a) rejection also states '...In view of Simmons et al (US 5,742,452)", the 
Applicants believe this Is inadvertently carried over from the rejection on i the previous page of the Office 
Action because no description of Simmons et af. is provided in the rejection of claims 17-38. Further, It 
appears that the two separate rejections under 35 U.S.C. § 103(a) would have iDeen combined If the 
bases for the rejections were intended to be Identical. Regardless, both references are addressed herein. 
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"Simmons et al discloses in column 7, lines 40-44, materials for a suspension being 
different with different properties such as thermal expansion, metal, titanium and 
modulus of elasticity." The Applicants respectfully disagree with the analysis by the 
Patent Office. 

First, claims 18-21 and 29-38 are patentable over the cited combination of 
references because there is no motivation to use the susperj^i assembly taught by 




n to make the claimed 
b e found in the prior 



Mallary in Simmons et al's device. "The teaching or su 
combination and the reasonable expectation of succei 

art, not in the applicants disclosure." In re Vae^^^V F^d'^^^k 20 USPQ2d 1438 
(Fed. Cir. 1991 ; Emphasis added). In the pres^^rase, neither is fi^^k Even if the 
combination of references taught every ele^^^^ of the cl^ed inveriti^^^ich it does 
not), without a motivation to combine, a rejl^n on a prima facie case of 

obviousness has been held '"^proi^^Jn re Rouf^^^ F.3d 1350, 1357, 47 USPQ2d 
1453, 1457-58 (Fed. Cir. 1998). ^^^^^^^^^ fa^^references ^ be combined 
or modified does not render the resu^^t ^^1^^^ ot^^^^ unless the prior ari also 
suggests the desirabrlitv^^Bpmbinat^^^ .j^% F.2d 680, 16 USPQ2d 1430 





(F^. Cir. 1990; ern^ 

For examf^ 
source 19 to direct 
force 

mlnli^^, a frequen 
the n 
used 

to the storage 

In oontrastr^^iS^ons et al. is directed toward an integral head'suspension and a 



suspension assembly that uses a power 
reduce downwardly directed gramload 
flying height of the< head 10 is adjusted and 
to the storage disk 15 may be adjusted to optimize 
inch ^Iten thereon. (Col. 6, lines 29-32). Thus, Mallary is 
g to dynamically adjust the flying height of the head relative 



method for making the head/suspension. Simmons et al. discloses the details of the 
manufacturing processes, but does not recognize the need for dynamically adjusting the 
flying height of the head above a rotating storage disk based on temperature, or for any 
other reason. The quoted section of Simmons et al. appears to relate to a means of an 
initial adjustment of the gram load of the suspension during manufacturing, but such 
means does not take into account that the gram load or flying height i:;an t>e continually 
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adjusted during use of the disk drive. (Col. 7, lines 40-42). 

In the present case, ttie prior art does not cleariy suggest the desirability of the 
resultant combination because there is absolutely no recognition in Simmons et al. of 
adjusting the gram load of the suspension assembly during operation of a disk drive. 
Simmons et al. discusses in detail the method of manufacturing, but does not even 
mention or recognize whether the head/suspension stnjcture adjust the gram load 
based on changing temperatures during operation of th^^^^drlve. Therefore, one 
skilled in the art reading Mallary would not be ^^^^^^^^^[^^1'^^ suspension 
assembly in Mallary that uses a power source t^^^t the flyl^ielght of the head, 
with a single structure head/suspension that^^pB^materials havi^^^erent thermal 
expansion coefficients for adjusting the grai^^d duringJtie assembl^^gpess of the 
head/suspension. 

Absent such suggestion, a E^gi^n skilled ir 




who was looking for a solution 
ing height of a slider based 
wouR^3PS9rdly be disposed, on any 
imnteffl^^t al., which very cursorily 
the suspension during manufacture of the 



to the problem of dynamically adjul 
on the temperature of the disk drive 
objective basis, to co^g^^^^referer 
addresses a way tQ^Pnge th^^m loac 
suspension. 

ie problem of dynamically adjusting the 
flying h^pPW^^]^r o^^i^^ storage diskT Therefore, theire Is no reason to combine 
Mali^^rith another^^tpe tr^l^oes not purport to solve thiis problem. In other words, 
there i^^lear benefit ^^mbliW^ the suspension assembly of MaFlary with Simmons 
et al. 

Therefc^^the ^^^nts submK that it would not be proper to combine the 
references in the iflf^Psuggested by the Patent Office. Accordingly, the rejection by the 
Patent Office is not supported by the cited references. Thus, claims 18, 29 and 30 should 
be allowed. Because claims 19-21 depend from claim 18, and claims 31-38 depend from 
claim 30, these claims should also be allowed. 

Second, the Applicants submit that Simmons et al.:does not mention in any 
respect materials for a suspension being formed from meitals, e.g., titanium, and/or 
being formed from materials having different moduli of elasticity. As one example, 
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dependent claim 38 is directed toward a disk drive having an adjuster that requires that 
Ihe first layer is made of steel and the second layer is made of titanium." Thus, claim 
38 is not taught or suggested by the cited combination of references, and is believed to 
be patentable. 



New Claims 

New claims 86-97 have been added by this amen^ 
of a slightly different scope than the previously pendinj 
are believed to be allowable in view of the cited refjs^ces 

For example, new claim 86 is directed 
housing; a drive circuitry; and a head arm 
head arm assembly including (i) a slider that 
an adjuster that is coupled to the |i^^0 ^® 




New claims 86-97 are 
However, claims 86-97 



Imbly couc 



Clair 



drive circuitry, the adjuster dynam' 
based on the temperature of the adji 
(relieved to be allowabl^^ig^use 
from claim 86, theyu^^lso bel^bd to b 
New daim^M^ directecM^ard a 
within a desjred flyin 
metho 

eleog^ny isolated 
gram Ri^;^pplied 
slider is 
references, cl 
directly or indire 



adjust 




a disl(^ drive trfs^^qulres "a drive 
d to the dn^^>using, the 
the drive circuitry, and (ii) 
ing electrically isolated from the 
sting thi^^fn load applied to the slider 
ll'i^i^f th^^d references, claim 86 is 
'^antf'^^K depend directly or indirectly 
wable. 

d for maintaining a slider of a disk drive 
ture within the disk drive changes, the 
coupling the slider to an adjuster, the adjuster being 
cuitry of the disk drive; and dynamically adjusting the 
ider ^ed on the temperature of the adjuster so that the 
the desired flying height rangie." In view of the cited 
ived to be allowable. Because cliaims 46 and 94-97 depend 
claim 93, they are also believed to b|e allowaible. 
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CONCLUSION 

In conclusion, the Applicants respectfully assert thaJ all of the pending claims, 
including claims 7-12, 18-38, 46, 54-56, 60-66 and 68-97, should be examined together, 
and that the restriction requirement is improper and should be withdrawn. Altematively, 
the Applicants submit that the Group IV claims, comprising claims 7-12, 18-38, 46, 54-56, 



60-66, 68-70, 73-83, 86-90 and 93-95 should be examined 
the claims are in condition for allowance. Accordingly, 
respectfully requested. The Examiner is requested to^ 
0454 for any reason that would advance the Instantj 
Dated this the day of March, 2004. 



r herein and that all of 
no^tice of albwance is 
dersigned at 858-672- 




OFFICE OF STEVEN G. ROEDER 
helsea Avenue 
.California 92037 
ne: (858)436-1951 
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